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REQUEST FOR RECONSIDERATION 



U.S. Patent and Trademark Office 
220 20 th Street S. 
Customer Window, 

Crystal Plaza Two, Lobby, Room 1B03 
Arlington, VA 22202 



This paper is responsive to the non-final Office Action mailed December 17, 2003. 
Reconsideration and allowance are respectfully requested in view of the following remarks. Claims 
1-19 remain pending. 

Claims 1 and 8-10 are rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent 
No. 6,223,693 to Perlberg et al. ("Perlberg"). Claims 2-7 and 12-19 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Perlberg in view of U.S. Patent No. 6,227,420 to Anderson et al. 
("Anderson"). Claim 1 1 is rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Perlberg in 
view of U.S. Patent No. 5,456,933 to Lee ("Lee"). Applicants respectfully traverse all rejections. 
Independent Claim 1 

Independent claim 1 recites an animal chew comprising a composite of animal hide bits, 
adherent, and discrete pieces of flavor product interspersed in the composite. Perlberg, however, 



Sir: 



Sherrill, et aL -U.S. Serial No. 10/608,223 (Atty Docket 006484.00010) 

fails to teach or suggest a product having discrete pieces of flavor product. Although flavors may be 
added to a soft rawhide product as disclosed in Perlberg at coL 4, Ins. 51-57, there is no teaching or 
suggestion that such flavors are embodied as discrete pieces of flavor product. Nor is it inherent that 
flavors must be discrete pieces of flavor product. The fact that a certain characteristic may be present 
in the prior art is not sufficient to establish the inherency of that result or characteristic. MPEP 2112. 
Inherency may not be established by probabilities or possibilities. MPEP 2 1 1 2; In re Robertson, 49 
USPQ2d 1949, 1950-51 (Fed. Cir. 1999). The allegedly inherent characteristic must necessarily 
flow from the teachings ofthe applied prior art. MPEP 2 1 1 2; Ex parte Levy, 17USPQ2d 1461, 1464 
(Bd. Pat. App. & Inter. 1 990). However, it is not necessary that the flavors mentioned in Perlberg be 
discrete pieces of flavor product as claimed. 

Indeed, it appears that Perlberg in any event does not use discrete pieces of flavor product. 
Instead, Perlberg discloses soaking the untanned skins of animals in a humectant containing colors, 
flavors, scents, etc. Perlberg, col. 2, Ins. 10-26; col. 3, Ins. 28-32. Perlberg further discloses that the 
humectant and its additives (such as flavors) are combined and mixed together, and the components 
are dissolved. Col. 4, Ins. 51-57. 

For at least these reasons, it is respectfully submitted that claim 1 is allowable over Perlberg. 
Independent Claim 8 

Independent claim 8 is also allowable over Perlberg for at least similar reasons as claim 1, 
and further in view of the differing features recited therein. 
Independent Claim 12 

Independent claim 1 2 recites an animal chew comprising a body having a plurality of bound 
animal hide bits, and a plurality of discrete jerky pieces. As discussed above with regard to claim 1 , 
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Perlberg fails to teach or suggest a product having discrete pieces of flavor product. Even more so, 
Perlberg also fails to teach or suggest a product having a plurality of discrete jerky pieces as required 
by claim 12. 

The Office Action asserts that Anderson teaches the use of a pet chew comprising jerky, 
alleging that jerky is dried meat slices/chunks, as a flavor member in a chew, referring to Anderson's 
Background of the Invention at col. 1 , Ins. 30-39. However, Anderson fails to provide any detail as 
to how such conventional jerky products are configured. Nor does Anderson state that jerky is used 
as a flavor member in these conventional products, as opposed to being the entire product itself. 
Thus, again, Anderson fails to teach or suggest a product having a plurality of discrete jerky pieces as 
recited in claim 12. 

Anderson further discloses that the product of Anderson's invention has a "meaty filling" 
(col. 3, Ins. 49-50). Anderson also does not teach or suggest the meaty filling is a plurality of 
discrete jerky pieces. Any combination of Perlberg and Anderson still would not result in the 
claimed invention. 

For at least these reasons, it is respectfully submitted that claim 1 2 is allowable over Perlberg 
and Anderson, either alone or in combination. 
Independent Claim 16 

Independent claim 16 recites a method of making an animal chew comprising providing 
animal hide bits, mixing adherent with the animal hide bits to form a paste, providing flavor chunks, 
and encasing the flavor chunks in the paste. Again, as previously discussed, Perlberg fails to teach or 
suggest a product having discrete pieces of flavor product. Similarly, Perlberg also fails to teach or 
suggest making a product having flavor chunks as required by claim 16. 
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Perlberg also fails to teach or suggest encasing flavor chunks (or anything, for that matter) in 
a paste. The Office Action refers to Perlberg at col. 5,1ns. 39-41, howeverthis merely discloses that 
a sheet of soft rawhide, hard rawhide, or some other suitable edible material can be formed around a 
soft or hard chopped rawhide portion. However, Perlberg fails to teach or suggest that the outer 
sheet layer is a paste. Nor is it inherent that the outer sheet layer is a paste. As discussed previously, 
an allegedly inherent characteristic must necessarily flow from the teachings of the applied prior art. 
In the present case, it is not necessary that the outer sheet layer of Perlberg is a paste. 

Anderson does not teach or suggest what is deficient from Perlberg. Anderson instead 
discloses that a meaty filling is inserted into the cavity of a rawhide roll. Anderson, col. 7, In. 56, to 
col. 8, In. 33. However, the outer rawhide roll is not a paste as claimed. 

For at least these reasons, it is respectfully submitted that claim 16 is allowable over Perlberg 
and Anderson, either alone or in combination. 
Dependent Claims 

Claims 2-7, 9-11, 13-15, and 17-19 are also allowable for at least those reasons that their 
respective independent claims are allowable, and further in view of the additional features recited 
therein. Moreover, Lee fails to teach or suggest what is deficient in Perlberg and Anderson as 
discussed previously. 
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For at least the reasons set forth above, Applicants submit that the pending claims distinguish 
over the applied references, and are in condition for allowance. Should the Examiner feel that 
further discussion and/or amendment would be helpful in the prosecution of this application, she is 
invited to telephone the Applicants' undersigned representative at the number appearing below. 



BANNER & WITCOFF, LTD. 
1001 G Street, N.W., 11* Floor 
Washington, D.C. 20001 
(202) 824-3000 

Dated: June 17, 2004 



Conclusion 



Respectfully Submitted, 




Jordan N. Bodner 
Registration No. 42,338 
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